THIS DISPOSITION IS NOT Mailed:
CITABLE AS PRECEDENT August 31éu2§]€;5r
OF THE TTAB

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Booner ang. com Inc.,
V.
Mar ket Tool s, Inc.

Qpposition No. 91150250
agai nst Serial Nos. 75821186 and 75821187

Ant hony J. Malutta, Elizabeth R Gosse and John A Hughes
of Townsend and Townsend and Crew LLP for Boonerang.com
I nc.

Sheila Fox Morrison and Thomas R Burke of Davis Wi ght
Tremai ne LLP for Market Tools, Inc.

Bef ore Qui nn, Bucher and Kuhl ke, Admi nistrative Trademark
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Opi ni on by Bucher, Adm nistrative Trademark Judge:

Mar ket Tools, Inc. seeks registration on the Principal
Regi ster of the mark ZOOMERANG (standard character

drawi ng)® and the follow ng special formdraw ng:

L zoomerang

! Application Serial No. 75821187 was filed on Cctober 13,
1999 based upon applicant’s allegation of a bona fide intention
to use the mark in comerce
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both marks to be used in connection with services recited
as anended, as

“building and facilitating of market
research communities; dissem nation of
information in the fields of adverti sing,

mar ket i ng, and business via electronic mail;
provi ding i nformati on and techni cal
consultation in the field of survey research
nmet hods, real-tine feedback, and results;
providing information in the field of market
research” in International dass 35; and,

“provi ding tenporary use of non-downl oadabl e
conput er software for designing and
conducting surveys, polls and other feedback
and data collection activities via conputer
and conmuni cati on networks; providing
tenporary use of non-downl oadabl e conputer
software for the adm nistration

di stribution, collection, reporting,

anal ysis and presentation of information

gat hered via conputer and comuni cati on

net wor ks; hosting web-based surveys, polls
and ot her feedback and data coll ection
instrunments for others; acquisition of
potential survey respondents and their data
for others” in International O ass 42.?

Regi strati on has been opposed by Boonerang.com I nc.
As its ground for opposition, opposer asserts that
applicant’s marks when used in connection with applicant’s
services so resenbl e opposer’s previously used and
regi stered marks, as to be likely to cause confusion, to
cause m stake or to deceive under Section 2(d) of the

Lanham Act .

2 Application Serial No. 75821186 was filed on Cctober 13,
1999 based upon applicant’s allegation of a bona fide intention
to use the mark in commerce.



Opposition No. 91150250

Applicant, in its answer, has denied the salient

al l egations in the opposition.

The Record

By operation of the rules, the record includes the
pl eadings and the files of the opposed applications.
Opposer has al so nmade of record its pleaded registrations
by submtting certified status and title copies of the

follow ng registrations:

REG sTRATION No. 1731670 BOOMERANG ( STANDARD CHARACTER DRAW NG)
for “automated facsimle retrieval and transm ssion services” in
I nternati onal C ass 38;°

REG STRATION No. 2233267 BOOMERANG [NFORMATION SERVICES

for “services for sending and retrieving data, nanely, the
el ectronic transnission and reception of data via the
gl obal conputer information network” in International C ass
38.4

Qpposer, as part of its case-in-chief, has al so nmade
of record, pursuant to a notice of reliance, the
testinoni al deposition of David A Kearney, President and
Chi ef Executive O ficer of Boonerang.com Inc., and
exhibits thereto, applicant’s responses to opposer’s First

Set of Interrogatories and docunents related thereto, and

3 Regi stration No. 1731670 i ssued on Novenber 10, 1992,
claimng first use anywhere at |east as early as August 1991 and
first use in comerce at |least as early as Cctober 1991; renewed
4 Regi stration No. 2233267 issued on March 23, 1999, claimng
use anywhere and use in commerce at |east as early as Septenber
1994. The words “Information Services” are disclained apart from
the mark as shown.
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applicant’s responses to opposer’s First Set of Requests
for Adm ssion and docunents related thereto. Applicant’s
case-in-chief consists of the testinmny, with exhibits, of
Dana Meade, Vice President and CGeneral Manager of Market
Tools, Inc., a dictionary definition of the word
“boonerang” and the letter “Z” section of the dictionary,
both from Oxford Dictionary & Thesaurus (Am Ed. 1996), and
copies of forty-four electronic (TESS) records fromthe
United States Patent and Trademark O fice (USPTO of third-
party registrations containing the term BOOVERANG al
submtted by applicant via its notice of reliance. The
parties have fully briefed the case, but an oral hearing

was not requested.

Accordingly, the issues to be determined in this
proceedi ng are whet her opposer has priority of use of its
BOOVERANG mar ks for a range of marketing comruni cation
services, including tel ephone and email survey services,
and, if so, whether contenporaneous use by applicant of its
ZOOMVERANG marks in connection with its marketing services
and online survey services is likely to cause confusion, to

cause n stake, or to deceive.
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Standing

As not ed above, opposer has made of record status and
title copies of its pleaded registrations. In view
t hereof, and because opposer’s likelihood of confusion
cl ai m based thereon is not frivolous, we find that opposer
has standing to oppose registration of applicant’s nmarks.

See Lipton Industries, Inc. v. Ralston Purina Co., 670 F.2d

1024, 213 USPQ 185 (CCPA 1982).

Facts

The Opposer specializes in |large-scale marketing
canpai gns for Fortune 1000 conpanies in retail, financial
services, travel services, entertainment-rel ated services,
as well as those in the software, hardware, high-tech and
publishing industries. As suggested by its first BOOVERANG
registration (for “automated facsimle retrieval and
transm ssion services”), the testinony evidence shows that
opposer initially conducted direct marketing services by
facsimle services and ot her tel ephone-based nethodol ogi es.
Wth the changed technol ogi es of the Internet age, opposer
shifted to email marketing services (Kearney testinony, pp.
8-16, and Ex. 2), and as suggested by the wording of its

second clained registration [Registration No. 2233267].
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Appl i cant, MarketTools, Inc., provides market research
services for conpanies and not-for-profit organizations,
and al so offers a software tool online by which the user
can create and send market research surveys w thout the
need for assistance or interaction with applicant. This
do-it-yourself service gives users access to tools and
resources to hel p devel op survey questionnaires, send those
surveys to potential respondents, then view and anal yze the
results and respondent comments. Applicant adopted the
trademar k ZOOVERANG for use in connection with its online
mar ket research survey services, and filed the two invol ved
trademark applications [ ZOOVERANG and & ###m#rass | on Cct ober
13, 1999.

It is clear that applicant is a marketing research
survey conpany, wWth its business research services
correctly classified in International Class 35, and its
conput er services as an application service provider (ASP),
and its providing for the tenporary use of non-downl oadabl e
conputer software, in International C ass 42.

According to the testinony of opposer’s president,
surveys nmake up 10 to 15% of opposer’s enmmil marketing
services business at the present tine. From opposer’s npst
recent web pages that have been made of record, it is clear

that this portion of opposer’s services is directly

-6 -
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conpetitive with applicant’s services, nanely, as an ASP

of fering marketing research survey services. Applicant
agrees that with the expansion of opposer’s services in
recent years, opposer’s services mght well now include the
distribution and collection of surveys. The determ native
issue in this case is whether this expansion took place

prior to Cctober 13, 1999.

PRIORITY

Priority based on Registrations
| nasmuch as opposer’s pl eaded regi strations are not
t he subject of counterclains or separate petitions to
cancel by applicant, priority under Section 2(d) is not an
issue in this case, as to the services recited in the

regi strations. See King Candy Co., Inc. v. Eunice King' s

Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

The i nvol ved applications are intent-to-use
applications filed on October 13, 1999. Applicant’s
W tness has also testified that applicant’s ZOOVERANG
website was | aunched on Novenber 1999. Meade testinony,
pp. 17 — 18. Certainly, applicant has not tried to
establish a date of first use in commerce earlier than the
constructive date of first use established by its

applications’ filing date. Accordingly, applicant does not

-7 -
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argue that it has an earlier date of first use than

opposer’s recited services in International C ass 38.

Priority based upon opposer’s common law rights

In the event that opposer has not established that the
services recited in the registrations are related to
applicant’s recited services, applicant argues correctly
that in order for opposer to establish priority of use, it
has the burden of proving that as of COctober 13, 1999, it
had valid common law rights in the mark for marketing
research survey services. On the critical issue of whether
opposer has denonstrated that it can rely upon prior comon
law rights in its BOOVERANG mark extending to tel ephone and
emai | survey services, the parties strongly disagree.

East man Kodak Co. v. Bell & Howell Document Mynt. Products

Co., 994 F.2d 1569, 1575, 26 USPQ2d 1912, 1918 (Fed. G r
1993) ["[T] he chall enger’s burden of proof in both
opposition and cancel |l ati on proceedings is a preponderance
of the evidence.”].

M. Kearney, the founder of opposer, is a software
engi neer with training and experience in marketing. At its
inception in 1991, opposer was providing its custonmers with
f ax- on-demand, fax broadcasts and interactive voice

response connections via Touch-Tone tel ephones as ways of
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comunicating with its custoners’ custoners. Over the next
several years, opposer initiated tel ephone surveys and
qui zzes as well as faxed survey questions where the
returned fornms were scanned using optical character
recognition (OCR) technol ogies. Around 1995, as opposer
noved into the Internet world, it started utilizing emai
services, including automated surveys. Even though the
record does not contain docunentary support for opposer’s
offering this type of service, we find M. Kearney’'s
testinmony on this point to be uncontroverted. That is,
whi | e opposer has failed to supply definitive evidence in
support of this testinony, we find, despite applicant’s
clainms to the contrary, that this oral testinmony is in no
way inconsistent with applicant’s docunentary evi dence on
this point. Furthernore, we find it a |logical progression
for opposer’s marketing services to have switched from
providing direct mail, fax and tel ephone surveys in 1991-
1992 into providing email surveys by 1995-1996 -- soon
after establishing an online presence in 1994. Kearney
testimony, pp. 8, 13, 27 - 37.

Applicant points out that in |ate-1999, before
adopting the ZOOVERANG mar k, applicant conducted vari ous
searches, discovering, inter alia, opposer’s fax and

I nternet services being offered under the BOOVERANG nar k.

-9 -
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However, applicant argues that none of the products or
servi ces then shown on opposer’s website were described as
survey tools or services. |In cross-examning M. Kearney,
applicant’s counsel used an archived copy of opposer’s
website as it existed during April 1999. It appears as if
there were a series of vertical buttons on the left side of
t he hone page, as well as larger, horizontally-placed
buttons across the top of the page. During its cross

exam nation of M. Kearney, applicant’s counsel appears to

have used the web pages that follow fromthe |left hand

buttons, such as “Wiy Use Boonerang?,” “Blast Mnager,”
“Fax-on- Demand, ” “WebFax,” “Fax Broadcasts,” *“Enmai
Broadcasts,” and “FaxNet Mail boxes.” However, it does not
appear as if applicant S R A

subnitted any of the web ~=‘-*"*Eﬂnmemng"‘“
8 [riforstation Serres IWEAFORE for phe BUSTNERS JOWELE
TS G A e LN 5 T i LS S L T LT 0 IS Pl AT S

ETUT FEOGBMETE HLAET
p—_— I - I SEEIEST T I WHATE . I LT ---.I

m ‘I‘ Blast Manager

Wiy Lise <

pages that follow fromthe

buttons across the top,
such as *“Products and

Services.” Kearney

testi nony, pp. 39 — 40, Baa zbu_
- S -
Exhi bit 5. -
St i) Bevwrmcan § | o e WRH BB O e0erh B D B e

Accordingly, we find that Exhibit 5 inits totality,

does not contradict M. Kearney’'s testinony. As opposed to
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provi ding inconsistent information, we find it significant
that web pages dealing with opposer’s “Products and
Services” are sinply mssing fromapplicant’s subm ssion
for the record.® W acknow edge that opposer appears to
have failed to highlight this function during the 1996 to
1999 tine frane in the “Wiy Use Boonerang?” section of its
website, for exanple, and that opposer failed to submt for
the record any direct mail marketing materials, letters or
ot her docunentary evidence rebutting this seem ng absence
of a key, clainmed service fromthe archival screen prints
of its website from1999. Nonetheless, we find that
opposer has established by a preponderance of the evidence
that it was providing survey-related services at the tine
t he applicant applied for and began using its ZOOVERANG
mark and thus established its priority as to these

services. Sealy, Inc. v. Simons Co., 265 F.2d 934, 121

USPQ 456, 458 (CCPA 1959) [“[A]l though prior use nust be
establi shed by a preponderance of the evidence ...such use

can be proven by the testinony of only one witness.”]

° W note that applicant did choose to introduce into the
record the “Products and Services” sumary from a re-desi gned
webpage of a year later (2000), which given the absence of any
listing of surveys in that summary page, evidently supported
applicant’s position herein. Kearney testinony, Exhibit 6.

- 11 -
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Likelihood of Confusion

We turn then to the issue of |ikelihood of confusion.
Qur determ nation of |ikelihood of confusion nust be based
upon our analysis of all of the probative facts in evidence
that are relevant to the factors bearing on the issue of

l'i kel i hood of confusion. See In re E |. du Pont de Nenours

& Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See al so

In re Majestic Distilling Conpany, Inc., 315 F. 3d 1311, 65

USPQ2d 1201 (Fed. Cir. 2003). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the rel atedness of the

servi ces and/or goods. See Federated Foods, Inc. v. Fort

Howar d Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

See also In re Dixie Restaurants Inc., 105 F.3d 1405,

41 USPQd 1531 (Fed. Gir. 1997).

We turn first to the du Pont factor focusing on the
simlarity or dissimlarity of the marks in their
entireties as to appearance, sound, connotation and
comercial inpression. The test is not whether the nmarks
can be distingui shed when subjected to a side-by-side
conpari son, but rather whether the marks are sufficiently
simlar in terns of their overall conmercial inpression

that confusion as to the source of the services and/or
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goods offered under the respective marks is likely to
result.

Applicant’s ZOOVERANG marks are quite simlar to
opposer’s BOOVERANG mark, as previously used and
regi stered, as to sound and appearance. Applicant’s marks
sinply replace the letter “B” with a rhymng letter “Z.”
Wiile the nodification of the initial letter does create a
sonewhat different appearance, the change of a single
letter in the applicant’s mark does not change the | ook of
the mark significantly. 1In the context of applicant’s
busi ness and marketing survey services, the coined word
“zoonerang” clearly evokes the word “boonerang.” Both
suggest the delivery of sonme form of comrunications that
antici pates a response. The parties agree that applicant’s
mel di ng of the word “zoont into the first syllable of the
word “boonerang” suggests that applicant’s services allow
for a quick return. However, we agree wth opposer that
this additional neani ng does not change significantly the
commercial inpression of applicant’s marks. Certainly
considering applicant’s mark preceded by a design feature,
& zeemerany  the fact that the fanciful letter “Z" is made up
of two boonerangs sinply reinforces the inpression of the
“boonerang” origin of the “zoonerang” mark. As seen above,

it is also rem niscent of opposer’s website trade dress.

- 13 -
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In sunmary, on this du Pont factor, a proper eval uation of
the marks in their entireties show that they are highly
simlar as to commercial inpression, and that the m nor
di fferences one m ght discover with a side-by-side
conparison certainly do not outweigh these simlarities.
Hence, we find that this du Pont factor favors opposer.

We turn next to the du Pont factor focusing on the
relationship of the respective services. As to the
t el ecommuni cations services recited in opposer’s
registrations, there is no evidence in the record show ng
that these tel ecomunication services are related to
applicant’s recited services, nor is there any evidence to
suggest that online marketing research survey services
woul d be within the “natural zone of expansion” for such a
service provider. Thus, we find that opposer has not
established a relationship between the services recited in
opposer’s registrations and the subject applications. As
di scussed earlier, we have found that applicant and opposer
both function as application service providers offering
online their automated marketing research survey services.
Wil e the exact nature of their online or email survey
services may be slightly different, their automated survey

services represent conpetitive options for prospective
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custoners. Hence, we find that this du Pont factor too
favors opposer, at |east as to business survey services.

In a related du Pont factor focusing on the simlarity
of established, |ikely-to-continue trade channels,
according to the evidence of record, both parties are
currently using the Internet in order to provide a way for
custonmers to use their services and to pronote their
respective services to prospective custoners. Accordingly,
we find that the channels of trade are identical

As to the conditions under which and buyers to whom
sales are nade, applicant permts individuals interested in
conducting a very basic survey to do so free of charge.
This means its custonmer base will not necessarily be
restricted to sophisticated users. By contrast, because
opposer tends to cater nostly to larger, Fortune 1000
conpani es, the classes of persons neking these purchasing
deci si ons woul d constitute sophisticated and discrimnating
purchasers. Nonetheless, we also agree with opposer that
the ultimate consuners of both parties’ survey services
i ncl ude many nmenbers of the general public who receive the
survey queries. Hence, we disagree with applicant’s
position that the ultimate recipients of applicant’s and
opposer’s survey invitations are not consuners of these

services, and are irrelevant to the |ikelihood of confusion

- 15 -
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anal ysis. Although these ultimate consuners may not
directly purchase services fromapplicant or from opposer,
t hey woul d be aware that they have been contacted by a

mar keti ng survey conpany trading under a specific trade
name and having a return email address. Such consuners
plainly are akin to ordinary consuners and woul d not,
therefore, be expected to exercise a great deal of care or
deli beration in how they nmay deal, for exanple, with any
unhappi ness over receiving such an invitation. G ving
consideration to likely confusion on the part of such

ordi nary consuners neans that this du Pont factor too would
wei gh slightly in favor of a finding of a |ikelihood of
conf usi on herein.

We turn then to the du Pont factor focusing on the
nature and extent of any actual confusion. Upon review ng
the entire record, we agree with applicant that opposer’s
characterization of actual confusion is “dramatically
oversold.” The docunentary evidence consists of six
m sdi rected opt-out email nessages fromrecipients of
survey invitations over an eight-nmonth period (Septenber
2001 to April 2002). |If indeed applicant sends out nore
than twenty mllion survey invitations a year and opposer
sends out nore than 300 m|lion automated nessages a year,

we are not convinced that six msdirected email nessages

- 16 -
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conprises a strong case for actual confusion. |f each one
of tens (or even hundreds) of mllions of potential opt-out
reci pient of a survey invitation had to actually type in
the “abuse@oonerang. conf email address, inevitably sonme

i ndividuals would type a letter “b” (for the famliar word
“boonerang”) instead of a letter “z” at the begi nning of
the originator’s domain nane qua email address. In this
context, we find that these six emails were likely the
result of inattentive typing rather than the result of a
per cei ved connecti on between applicant and opposer. See

Ther na- Scan, Inc. v. Thernbscan, Inc., 295 F.3d 623, 636,

63 USPQ2d 1659 (6'" Gir. 2002). Hence, we find that this
evi dence nmust be viewed as de mnims and accorded very

little probative value. MGawH |l Publ’g. Co., Inc. v.

Am Aviation Assocs., 117 F.2d 293, 295, 47 USPQ 494 (App

D. C. 1940).

Additionally, while M. Kearny describes the tel ephone
calls, emails, and other forns of confusion between opposer
and applicant as representing a pervasive and ongoi ng
probl em for opposer, his testinony in this regard was not
very specific and other than the aforenentioned six
m sdirected emails, the record contains absolutely no

corroborating evidence (e.g., no “custoner care” cal
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records, no affidavits from ww. boonerang. com per sonnel

etc.) of this alleged pattern of actual confusion.
Conversely, as to the factor focusing on |ength of
time during which there has been concurrent use w thout
evi dence of actual confusion, applicant argues that it
shoul d be found to favor applicant. Even though we deem
the six exanples of record to be de mnims, we do not
agree that these marks “have been sinmultaneously used for
five years without causing any consuners to be confused.”
In light of the de mnims nature of the e-nmai
evi dence and the nonspecific testinony |acking any
supporting docunentary evidence, we find opposer’s all eged
evi dence of actual confusion as well as applicant’s all eged
absence of actual confusion to be neutral factors herein.
As to the renown of opposer’s BOOVERANG mark, the
record does not contain evidence as to opposer’s sales
figures or the | evel of opposer’s nmarketing expenditures.
While the mark appears to be inherently distinctive for
t hese services, the record is largely devoid of any
evi dence of how nuch exposure consuners had to the
BOOVERANG mar k used in connection with marketing surveys in
the period since 1995 Hence, we find on this record, that
opposer has not established that its mark is well known for

mar keti ng surveys, making this another neutral factor.

- 18 -
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As to the du Pont factor focusing on the variety of
services and/or goods on which a mark is or is not used,
opposer argues that it uses its BOOVERANG mark on a variety
of marketing and comnmuni cati ons services. Yet as noted
earlier, its registrations of record do little to support
this position. Wile we find M. Kearney’s testinony
sufficient to establish priority as to online survey
services, the evidentiary support for finding that opposer
shoul d be given a broad and excl usive scope of rights in
t he BOOVERANG nmark for a w de range of marketing
comuni cations services is mssing fromthis record.

Hence, this too is a neutral factor.

We turn next to the du Pont factor focusing on the
nunber and nature of simlar marks in use on services
simlar to opposer’s clained services. Applicant takes the
position that opposer’s BOOMVERANG mark is weak because it
appears to be one in a crowd of BOOVERANG marks. By notice
of reliance, applicant has denonstrated that opposer’s
BOOVERANG nmar ks “are two out of 44 active trademark
regi strations that include the term BOOVERANG ” These
third-party BOOVERANG trademark registrations include the

follow ng, as highlighted by applicant in its brief:

Rea sTrRATION No. 2390924 BOOMERANG
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(standard character draw ng)

for “providing business and advertising infornation
regardi ng the conpilation and eval uation of data
related to gl obal conmputer network web sites and users;
di ssem nation of advertising in the nature of delivery
of online advertising banners; conducting marketing
studies in the nature of providing targeting and
reporting services related to the di ssem nation of
advertising on the gl obal conputer network” in O ass 35°

ReEa sTRATION No. 2712550 BOOMERANG WIRELESS

(standard character draw ng)
for “wirel ess tel ecommuni cation services, nanely the
transm ssion of voice by electronic means” in C ass 38’

REG STRATION No. 2787976 BOOMERANG POWERED BY ALLTEL

(standard character draw ng)
for “wirel ess tel ecomuni cation services, nanely the
transm ssion of voice by electronic means” in C ass 38%

6 Regi stration No. 2390924 issued to Doubledick, Inc. on
Cct ober 3, 2000, reciting a date of first use in commerce at
| east as early as August 18, 1998.

! Regi stration No. 2712550 issued to Al Tell Conmmuni cati ons,
Inc., on May 6, 2003, reciting a date of first use in commerce at

| east as early as Cctober 15, 2000.

8 Regi stration No. 2787976 issued to Al Tell Conmunicati ons,

Inc., on Decenber 2, 2003, reciting a date of first use in
commerce at |east as early as May 25, 2001

- 20 -
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Rea sTRAaTION No. 2610075 BOOMERANG

(standard character draw ng)
for “cable tel evision broadcasting services;
broadcasting prograns directed to children and
yogng adults via global conmputer network” in C ass
38

Arguably DoubleCick Inc.’s services, recited above as
“ ...dissem nation of advertising in the nature of delivery
of online advertising ...,” are related to opposer’s usage
in connection with the marketing services that M. Kearney
di scussed in his testinony. However, opposer argues that
there is “no evidence of record that other parties use or
have used BOOVERANG for marketing communi cati ons services
generally or tel ephone or email survey services
specifically.” Qpposer correctly argues that inasnmuch as
there is no evidence that any of these forty-two third-
party registrations are for marks that are actually in use,
t he probative value of these registrations is nost |limted.
It is well settled that third-party registrations are not
evi dence of what happens in the marketplace or that the

public is famliar with the use of the subject marks. See

Nat i onal Aeronautics & Space Adm nistration v. Record

Chem cal Co., 185 USPQ 563, 567 (TTAB 1975). (early,

9 Regi stration No. 2610075 issued to The Cartoon Network,
LLP, on August 20, 2002, reciting a date of first use in comerce
at least as early as April 1, 2001.
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third-party registrations do not show that the marks which
are the subjects thereof are actually being used, or that
the extent of their use is so great that custoners have
becone accustoned to seeing the marks and hence have

| earned to distinguish them See Smth Brothers

Manuf acturing Co. v. Stone Manufacturing Co., 476 F.2d

1004, 177 USPQ 462, 463 (CCPA 1973); and In re Hub

Distributing, Inc., 218 USPQ 284, 285-86 (TTAB 1983).

Consequently, the co-existence of the third-party
regi strations with opposer’s pleaded registrations does not
justify registration of a confusingly simlar mark by

applicant. AM- Inc. v. Anerican Leisure Products, Inc.,

474 F.2d 1403, 177 USPQ 268, 269 (CCPA 1973).

Accordingly, in view of the absence of any evidence
denonstrating that the marks which are the subjects of the
third-party registrations nade of record by applicant are
actually in use, this du Pont factor favors opposer, but
because of the suggestive nature of the termfor such

services, it favors opposer only mnimally.?

10 To the extent that these third-party registrati ons do show
that the term “boonerang” has a nornmally understood and wel | -
known neaning in the broad field of automated interactions, and
hence nmay be somewhat suggestive of a key el enment of such
services, Red Carpet Corp. v. Johnstown Anerican Enterprises
Inc., 7 USPQ2d 1404 (TTAB 1988), we have al ready found that
opposer has not established that it is a well known mark or one
meriting a broad scope of protection.

- 22 -



Opposition No. 91150250

I n concl usi on, upon weighing all the relevant du Pont
factors in this case, and giving each its appropriate
wei ght, we find a likelihood of confusion herein. W find
opposer is favored on two key considerations, i.e., that
the parties’ marks are simlar in appearance, sound,
connotation and conmerci al inpression while the parties’
respective survey services represent conpetitive options
for prospective custonmers. On this record, we have found
t hat opposer’s prior mark has not been shown to be either
weak or well known, and on bal ance, the few cases of

m sdirected email shown in the record help neither party.

Deci sion: The opposition is sustained on the ground
of |ikelihood of confusion under Section 2(d) of the Lanham
Act, and registration to applicant for both of the affected

applications is hereby refused.



